
\ Jnited States R\tent and Trademark Offige 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Potent and Trademark OfTioe 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D C. 20231 
www.nspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. 



09/831,656 



09/02/2001 



Jack Bech Nielsen 



5753.204-US 



7015 



25908 7590 12/18/2002 

NOVOZYMES NORTH AMERICA, INC. 
500 FIFTH AVENUE 
SUITE 1600 

NEW YORK, NY 10110 



EXAMINER 



KALLIS, RUSSELL 



ART UNIT 



PAPER NUMBER 



1638 

DATE MAILED: 12/18/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Copy 



Office Action Summary 



Application No. 

09/831,656 



Examiner 

Russell Kallis 



Applicant(s) 
NIELSEN ETAL 



Art Unit 

1638 



^m^Dngd^ 

^SHORTENED STATUTORY PER.OD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 

. ,f NOpenod for reply is specified f^ h * become ABANDONED (35 US.C. § 133). 

• SSJ-S t 5£ 'T^elS^Z Sng date of this communication, even . ti m e.y «led. may reduce any 

" earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

2aO This action is FINAL. 2b)B This action is non-final. 

3 n Since this application is in condition for allowance except for formal matters prosecutor . as to the marts .s 

3) D dosed I ill accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 0.6. 213. 
Disposition of Claims 

4) EJ Claim(s) 23-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) 12 Claim(s) 23-42 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of : 

1 .□ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No 



3 D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4 ) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional appl.cat,on). 

a) □ The translation of the foreign language provisional application has bee" received 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) Q Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 7 



Application/Control Number: 09/83 1 ,656 Page 2 
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DETAILED ACTION 
Election/Restrictions 
Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 23-37, drawn to a transgenic wheat plant cells, plants and seeds 
expressing a maltogenic alpha-amylase. 

Group II, claim(s) 38-42, drawn to a method of preparing a baked product. 
The inventions listed as Groups I and II do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: because the inventions of Groups I and II do not 
constitute an advance over the prior art. The claimed inventions of Groups I and II are described 
in WO 91/14772 by Pen J. et al on page 7, lines 1-10 and 27-31; page 8, lines 1-33; and page 9, 
lines 17-26. The reference reads upon claims 23, 24, 28, 30-32, 34-35, 37-40, and 42 that are 
broadly drawn to a cereal plant or a wheat plant transformed with a nucleotide sequence 
encoding a maltogenic amylase, seeds thereof, and a method of making baked products from the 
flour of cereal seed comprising the nucleotide encoding the maltogenic alpha-amylase. Thus, 
there is no special technical feature linking the transgenic wheat cells, plants, and seeds of Group 
I to the method of preparing a baked product of Group II. 
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Inventions I and II are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions are the transgenic wheat plant cells, plants, and seeds expressing a maltogenic alpha- 
amylase of Group I and the method of preparing a baked product of Group II that results in 
different effects and utilizes different starting materials than the plants of Group I. 

Because the inventions are distinct for the reasons given above and have required a 
separate status in the art as shown by their different classifications, recognized divergent subject 
matter, and because the search required for one of the groups is not required for another 
restriction for examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37) CFR 
1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kallis whose telephone number is (703) 305-5417. The 
examiner can normally be reached on Monday-Friday 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson can be reached on (703) 306-321 8. The fax phone numbers for the 
Group is (703) 308-4242 or (703) 305-3014. 

Any inquiry of a general nature or relating to the status of this application or proceeding, 
or if the examiner cannot be reached as indicated above, should be directed to the legal analyst, 
Gwendolyn Payne, whose telephone number is (703) 305-2475. 

Russell Kallis Ph.D. 
December 6, 2002 



DAVID T. FOX 
PRIMARY EXAMINER 




